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Statement regarding the PREVAIL Act

The PTAB Bar Association is a voluntary bar association of over 700 members, most
of whom are in private and corporate practice. Members represent a broad spectrum of
individuals, companies, and institutions involved in practice before the Patent Trial
and Appeal Board (“PTAB” or “Board”) of the U.S. Patent & Trademark Office
(“USPTO”) and in patent, administrative, and appellate law more generally. Our
membership represents both Petitioners (Patent Challengers) and Patent Owners in
PTAB (or Leahy-Smith America Invents Act/AIA”) trials, including inter partes
reviews (“IPRs”) and post-grant reviews (“PGRs”). We also have members who focus
on ex parte appeals to the PTAB. Per its bylaws, the Association is dedicated to
helping secure the just, speedy, and inexpensive resolution of every PTAB proceeding.
Accordingly, the Association strives to present a neutral perspective representing all
parties with an interest in PTAB proceedings.
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Executive Summary

The PTAB Bar Association’s overall position is that, although the PREVAIL Act' makes some
beneficial changes, there are some very concerning changes that would significantly impede
the PTAB’s goal of “just, speedy, and inexpensive resolutions” to patent disputes that
otherwise crowd the dockets of district courts. The PTAB provides an avenue for Patent
Owners and Patent Challengers to quickly and efficiently resolve patent validity disputes
before administrative patent judges, who bring legal and technical training unparalleled in
civil litigation. Revisions to the Act are needed to ensure that the PTAB remains a reasonable
pathway to correct patents and resolve disputes in a fair, cost-effective manner.? These
portions of the Act, discussed below, create issues that significantly and adversely affect
PTAB proceedings without appreciably increasing safeguards for Patent Owners against
abuses of the system.

The PTAB Bar Association is uniquely positioned to comment on the PREVAIL Act—both
as to the positive and negative consequences from the proposed rule changes in the current
draft—as the Association’s members include, or represent, both Patent Owners and Patent
Challengers, each of whom would be directly impacted by the Act’s changes.

In this statement, the PTAB Bar Association first addresses areas where PREVAIL makes
positive changes to enable more just, speedy, and inexpensive resolutions. The PTAB Bar
Association then addresses areas of concern. The PTAB Bar Association’s position is that,
due to the key areas of concern, the PREVAIL Act should not be enacted in its current form.

Portions of the Act Would Lead to Just, Speedy, and Inexpensive Resolutions:

The PTAB Bar Association notes positive aspects of the Act:

e Reduction of duplicative issues across proceedings in district court and the PTAB.

e Prevention of diversion of USPTO user fees for unrelated federal uses, which would
enhance operational efficiency.

e [Establishment of a mandatory PTAB code of conduct for Administrative Patent
Judges, which would promote professionalism.

e Requirement of transparency and autonomy in panel selection and decision
rendering, which would further the integrity of the PTAB.

! References to Section 4 of the PREVAIL Act related to Inter Partes Review Proceedings should
be interpreted to refer equally to the parallel provisions in Section 5 of the PREVAIL Act related
to Post-Grant Proceedings.
2 Among other concerns, the PREVAIL Act fails to account for the litigation behavior of plaintiffs.
The PREVAIL Act does not distinguish between high volume non-practicing entities and low
volume practicing entities.

2
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Portions of the Act Would Impede Just, Speedy, and Inexpensive Resolutions:

The PTAB Bar Association’s key concerns include:

Some findings in the Act’s statement of facts (a) overstate the problems, (b) do not
recognize that many Patent Owners also use the PTAB extensively as Petitioners,
because they frequently find themselves accused of infringing patents, and value
access to PTAB proceedings, and (c) do not give appropriate credit to the PTAB’s
positive impact on increasing U.S. business activity, increasing innovation and
increasing patent filings.

Some provisions in the Act limiting multiple petitions may have unintended
consequences, making it difficult to address patents with large numbers of claims or
patents concerning complex subject matter, which may incentivize gamesmanship in
patent drafting.

Some provisions in the Act may undermine the PTAB’s ability to correct errors in
examination by raising the burden of proof, a disadvantage which may outweigh the
benefit of a heightened burden of proof; however, some members of the Association
saw benefits to adopting the clear and convincing standard.

Some provisions in the Act instituting a new standing requirement may limit access
to just, speedy, and inexpensive resolutions for companies who wish to clear the
market before investing in new products or innovation; some members of the
Association saw benefit in a lower “legitimate business interest” threshold.

Some provisions in the Act relating to the proposed new restrictions on joinder and
the new estoppel rules may paradoxically encourage more disputes, by encouraging
duplicative challenges and creating unfair disadvantages for those subject to later
assertion of the same patent.

Some provisions in the Act negatively impact ex parte reexamination proceedings,
which were specifically intended to operate differently than PTAB trial proceedings,
as a tool to correct errors during examination in a non-contentious process that
involves only the Patent Owner and the USPTO.

The work by the PTAB is important: The USPTO issues over 300,000 new patents each year,
solidly trending upward from the ~250,000 issued per year when the PTAB was created in
2012. Juries in patent lawsuits are often asked to find that a litigated patent is invalid and
should not have been issued in the first place. But it often costs both the Patent Owner and
Patent Challenger millions of dollars and several years of litigation to reach that determination.
The PTAB offers an alternative for litigants to resolve disputes in a cost- and time-efficient
manner, unburdening a busy judicial system of costly and wasteful litigation over technical
validity issues, which are better addressed by legally and technically trained judges than by
lay juries. It is important to the Association that the PTAB is preserved as an accessible forum
for validity disputes.

3
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Having provided the summary above, we now address the positive aspects of the Act, and
the PTAB Bar Association’s key concerns regarding the Act, in more detail and with respect
to specific proposed sections of the Act:

Detailed Review of Portions of the Act that Would Lead to Just, Speedy, and
Inexpensive Resolutions:

There are aspects of the PREVAIL Act that could strengthen the ability of the Patent Office
to reach fair and inexpensive outcomes for the parties:

e The Act Encourages Use of the PTAB to Remove Duplicative Validity
Proceedings.

SEC. 4. INTER PARTES REVIEW.

(d) Eliminating repetitive proceedings.—
(1) IN GENERAL.—Section 315 of title 35, United States Code, is amended—

(A) in subsection (b), by amending the second sentence to read as follows:
“The time limitation set forth in the preceding sentence shall not bar a
request for joinder under subsection (d), but shall establish a rebuttable
presumption against joinder for the requesting person.”;

(B) by redesignating subsections (c), (d), and (e) as subsections (d), (e), and
(), respectively,

(C) by inserting after subsection (b) the following:
“(c) Single forum.—

“(1) IN GENERAL.—If an inter partes review is instituted challenging the validity of
a patent, the petitioner, a real party in interest, or a privy of the petitioner may not file
or maintain, in a civil action arising in whole or in part under section 1338 of title 28,
or in a proceeding before the International Trade Commission under section 337 of
the Tariff Act of 1930 (19 U.S.C. 1337), a claim, a counterclaim, or an affirmative
defense challenging the validity of any claim of the patent on any ground described in
section 311(b).

“(2) CONSIDERATIONS.—In determining whether to institute a proceeding under
this chapter, subject to the provisions of subsections (a)(1) and (g), the Director may
not reject a petition requesting an inter partes review on the basis of the petitioner, a
real party in interest, or a privy of the petitioner filing or maintaining a claim, a

4
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counterclaim, or an affirmative defense challenging the validity of the applicable
patent in any civil action arising in whole or in part under section 1338 of title 28, or
in a proceeding before the International Trade Commission under section 337 of the
Tariff Act of 1930 (19 U.S.C. 1337).”;

Currently, a defendant in district court or a respondent in the ITC can raise invalidity — either
as a counterclaim, in district court, or as an affirmative defense, in district court or the ITC —
and still also bring an IPR challenge at the PTAB based on the same patents or printed
publications. The Act closes off this dual-challenge opportunity, which in theory would further
focus the issues to a particular forum and acts to cabin expenses and duplication of issues
across multiple venues.

While many of the Association’s members agree with the concept of closing off dual
challenges, some of these members are concerned that the revisions to Section (c)(1), stating,
“If an inter partes review is instituted challenging the validity of a patent, the petitioner, a real
party in interest, or a privy of the petitioner may not file or maintain, in a civil action arising
in whole or in part under section 1338 of title 28, or in a proceeding before the International
Trade Commission under section 337 of the Tariff Act of 1930 (19 U.S.C. 1337), a claim, a
counterclaim, or an affirmative defense challenging the validity of any claim of the patent
on any ground described in section 311(b),” may foreclose the opportunity to challenge claims
added late to the litigation that may not have been challenged in an earlier IPR. These members
suggest the final phrase of the section be revised to state, “challenging the validity of any claim
of the patent subject to the instituted inter partes review proceeding on any ground
described in section 311(b).”

The PREVAIL Act also clarifies that a would-be petitioner at the PTAB is not disadvantaged
from initially raising such defenses or counterclaims in district court or the ITC; rather, if a
proceeding before the PTAB is later filed and instituted, the petitioner would need to drop any
parallel invalidity case, thus eliminating duplicative challenges, consistent with the intent for
the PTAB to be an alternative to expensive district court litigation.

e The Act Ends Diversion of Certain User Fees Collected for Use by Unrelated
Federal Agencies.

SEC. 7. ELIMINATION OF USPTO FEE DIVERSION.
(a) FUNDING.—Section 42 of title 35, United States Code, is amended—
(1) in subsection (a), by striking “All fees” and inserting the following:

“(a) FEES FOR SERVICE BY PTO.—All fees”;

(2) in subsection (b)—

5
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(A) by striking “All fees paid to the Director and all appropriations’ and inserting the
following:

“(b) INNOVATION PROMOTION FUND.—AIl fees paid to the Director”; and

(B) by striking “Patent and Trademark Office Appropriation Account” and inserting
“United States Patent and Trademark Olffice Innovation Promotion Fund”;

(3) by striking subsection (c) and inserting the following:
“(c) COLLECTION OF FUNDS FOR PTO ACTIVITIES.—

“(1) IN GENERAL.—Fees authorized in this title or any other Act to be charged or
established by the Director shall be collected by the Director and shall be available to the
Director until expended to carry out the activities of the Patent and Trademark Office.

“(2) USE OF FEES.—

“(A) PATENT FEES.—Any fees that are collected under this title, and any surcharges
on such fees, may only be used for expenses of the Office relating to the processing of patent
applications and for other activities, services, and materials relating to patents and to cover
a proportionate share of the administrative costs of the Office.

The Act would stop the practice of diverting fees collected by the USPTO for use by unrelated
federal agencies. Since 2010, over $400 million in user fees have been diverted from the

USPTO that could have been used instead for timely and quality examination and
improvements across the Office.

e The Act Establishes a Code of Conduct for Members of the PTAB.
SEC. 3. PATENT TRIAL AND APPEAL BOARD.
Section 6 of title 35, United States Code, is amended—

(1) by redesignating subsections (b), (c), and (d) as subsections (c), (d), and (e),
respectively;

(2) by inserting after subsection (a) the following:
“(b) CODE OF CONDUCT.—

“(1) IN GENERAL.—The Director shall prescribe regulations establishing a code of
conduct for the members of the Patent Trial and Appeal Board.

6
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“(2) CONSIDERATIONS.—In prescribing regulations under paragraph (1), the
Director shall consider the Code of Conduct for United States Judges and how the
provisions of that Code of Conduct may apply to the Patent Trial and Appeal Board.”;

The PREVAIL Act would require the Director to establish a code of conduct and consider in
its creation the Code of Conduct for United States Judges “and how the provisions of that
[judicial] Code of Conduct may apply.”

The PTAB judicial body is made up of Administrative Patent Judges with expertise in both
patent and legal matters. Like other judges evaluating patent matters, a Code of Conduct
based on the Code of Conduct for United States Judges is appropriate and would codify the
high level of professionalism already exhibited by the APJ core, increasing confidence in the
PTAB.

e The Act Promotes the Autonomy and Integrity of Panels.

SEC. 3. Patent trial and appeal board.

“(2) CHANGES TO CONSTITUTION OF PANEL.—After the constitution of a panel
of the Patent Trial and Appeal Board under this subsection has been made public, any
changes to the constitution of that panel, including changes that were made before the
constitution of the panel was made public, shall be noted in the record.

“(3) NO DIRECTION OR INFLUENCE.—An officer who has supervisory authority
or disciplinary authority with respect to an administrative patent judge of the Patent
Trial and Appeal Board (or a delegate of such an officer), and who is not a member of
a panel described in this subsection, shall refrain from communications with the panel
that direct or otherwise influence any merits decision of the panel.

The PREVAIL Act would ensure that all changes to the 3-member panel following
constitution would be made public and noted on the record, providing transparency in the
process of judge selection and panel modification.

The PREVAIL Act would also expressly prohibit any exercise of influence over a member of
the constituted panel, expressly precluding communications with the panel that has bearing on
the merits of the issue pending before the panel. This restriction ensures the integrity of the
panel and ensures the autonomy of the panel to hear the facts and apply the laws within their
professional discretion. These changes would benefit both Patent Owners and Patent
Challengers, by increasing confidence in the panel system, and predictability of decisions as
they are more clearly not influenced by outside forces.
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Detailed Review of Those Portions that Would Impede Just, Speedy, and Inexpensive
Resolutions:

Certain provisions of the Act, in the view of some members of the Association, will weaken
the ability of the Patent Office to reach fair and inexpensive outcomes for the parties:

e Some of the Act’s “Findings” Overstate Problems, Do Not Recognize that Patent
Owners Use the PTAB Extensively, and Do Not Give Credit to the PTAB’s
Positive Impacts on Innovation.

SEC. 2. FINDINGS.

Congress finds the following:

(10) Unintended consequences of the comprehensive 2011 reform of patent laws have
become evident during the decade preceding the date of enactment of this Act, including the
strategic filing of post-grant review proceedings to depress stock prices and extort
settlements, the filing of repetitive petitions for inter partes and post-grant reviews that have
the effect of harassing patent owners, and the unnecessary duplication of work by the district
courts of the United States and the Patent Trial and Appeal Board, all of which drive down
investment in innovation and frustrate the purpose of those patent reform laws.

(11) Efforts by Congress to reform the patent system without careful scrutiny create a
serious risk of making it more costly and difficult for innovators to protect their patents from
infringement, thereby—

(A) disincentivizing United States companies from innovating; and
(B) weakening the economy of the United States.

The above-quoted Findings in the Act overstate problems and fail to recognize the PTAB’s
positive impacts on innovation, including that Patent Owners are frequent petitioners at the
PTAB and find value in the proceedings.> While the Association recognizes that harassment
has happened in a minority of cases, the PTAB has already implemented safeguards that
reduce harassment by multiple and repeat petitions, as explained below.

First, the proposed Finding in §2(10) suggests that the PTAB is used by Patent Challengers
for “strategic filing of post-grant review proceedings to depress stock prices and extort
settlements” and a tool for “harassing patent owners.”* While there have been instances of
petitioner abuse at the PTAB, by filing repetitive challenges, challenging patents for personal
financial gain, or leveraging petitions to extort payment from the Patent Owner, these
instances are now a small minority, and the PTAB has already taken steps to prohibit these
abuses from continuing. For example, the PTAB has promulgated guidance on serial and
parallel petitions, discouraging repeat filings and use of earlier proceedings as roadmaps to

8
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future challenges, and has strictly enforced the § 325(d) standard to require new and non-
cumulative challenges. The fact remains that the overwhelming majority of Patent Challengers
at the PTAB are legitimate, non-abusive, and subject to assertions of the very patents that they
challenge. A 2023 study noted that 79% of patents challenged in IPR petitions were first
asserted in district court.’

Indeed, many of those Challengers are among the most sued defendants in district court, and
they too are Patent Owners. Recent statistics indicate that the most active PTAB petitioners
also are among the top organizations with granted patents.® The PTAB confirms the
patentability of previously issued patents over challenges, and corrects errors by invalidating
patents that were granted in error by failing to claim a novel and nonobvious patentable
invention. American companies are among the top users of the PTAB, and the benefits of
PTAB trials are profound for our manufacturers. For example, the Alliance for Automotive
Innovation (AAI) previously noted that robust access to such proceedings, i.e., PTAB trials,
is a top priority for automotive manufacturers.” The AAI states that they represent
approximately 5 percent of the country’s GDP, responsible for supporting 10 million jobs, and
driving $1 trillion in annual economic activity, and that the automotive industry is the nation’s
largest manufacturing sector.® Other industries are expected to have similar positions.

Second, another proposed Finding in §2(10) of the Act is that PTAB proceedings have the
effect of creating “unnecessary duplication of work by the district courts of the United States
and the Patent Trial and Appeal Board.” This also overstates the problem. While there is, in
some instances, duplication and the Act promotes efficiency, as explained previously, the
PTAB has already implemented three existing safeguards against these concerns. First, a
challenging party is already estopped from duplicative proceedings under 35 U.S. Code § 315.
Second, most district courts will stay proceedings to await the determination of the PTAB, an
acknowledgement that the PTAB is able to resolve disputes effectively and in a way that does
not duplicate work, especially as the proceedings before the PTAB become part of the patent’s
“prosecution record” that the public uses to interpret the meaning of the patent. Finally, the

3 Only a small percentage, ~4-6%, of patents asserted in district court are found invalid by the
PTAB. Only 20% of litigated patents are subject to IPRs (https://www.rpxcorp.com/data-
byte/the-ptab-sees-a-relatively-small-percentage-of-patents-litigated-in-district-court/), and in Q1
2025, 68% of petitions instituted. Additional, the PTAB reports that ~20% of all patents involved
in IPR have all claims found unpatentable
(https://www.uspto.gov/sites/default/files/documents/ptab aia fy2024 roundup.pdf).

* The Association submits that the Office actively addresses these concerns with existing tools.

> See RPX Report (June 1 2023) https://www.rpxcorp.com/data-byte/the-overlap-between-
patents-asserted-in-district-court-and-challenged-at-the-ptab/

6 See Unified Patents — Analytics Portal, Top 20 Petitioners, available at
https://portal.unifiedpatents.com/ptab/analytics/case-level/top-parties (last accessed Jan. 24,
2025); Harrity & Harrity, LLP, Patent 300® List (last accessed Jan. 31, 2025).

7 https://www.autosinnovate.org/posts/agency-comments/tip/2022-2023-
tip/Auto%?20Innovators%20Comments%20PTO%200n%20PTAB%20ANPRM%206.20.2023

& The AAI website at https://www.autosinnovate.org/about/our-members lists many U.S. manufacturers.
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PTAB already manages against duplicative efforts in counterpart district court proceedings
that progress more quickly than and in parallel with PTAB proceedings encouraging
stipulations to foreclose any possibility of duplicated efforts. The Finding overstates the
problem and ignores the safeguards already in place.

Third, while the proposed Findings state that there is a “serious risk of making it more costly
and difficult for innovators to protect their patents from infringement” in §2(11), there is no
evidence that the PTAB prevents innovators from protecting valid patents from infringement.
As noted above, the average number of patents per year has gone up since the introduction of
the PTAB in 2012. The average cost and time to complete a validity trial at the PTAB is far
less than the district court alternative, and a patent challenger (i.e., the defendant in a litigation)
is restricted from re-mounting validity challenges in other forums (i.e., in that same district
court litigation) due to the estoppel provisions. On the flip side, the same innovators who hold
patents benefit from an efficient forum in resolving validity disputes and when these
innovators themselves are faced with patent infringement suits involving a patent that was
erroneously granted. Studies have shown that PTAB proceedings substantially increase
business activity, innovation and patent filings. A June 2020 report found that “over the 2014-
19 period, cost savings associated with AIA/PTAB led to an increase in US business activity
of $2.95 billion in gross product, $1.41 billion in personal income, and nearly 13,500 job-
years.” In particular, “the industry group experiencing the largest gains was manufacturing,
with an estimated increase of $1.41 billion in gross product and almost 5,100 job-years of
employment (including multiplier effects).”’® A 2024 study found “a positive association
between the availability of PTAB proceedings (starting in 2012) and both R&D and patent
filings by firms that innovate in tech classes where the PTAB has been most active.”!!

? https://www.perrymangroup.com/media/uploads/report/perryman-an-assessment-of-the-impact-
of-the-american-invents-act-and-patent-trial-and-appeal-board-on-the-us-economy-06-25-20.pdf.
074

' https://www.sciencedirect.com/science/article/abs/pii/S0144818824000309. Understanding the
context of these economic benefits is important. Prior to the America Invents Act and the
availability of PTAB Trials, both inter partes and ex parte reexamination proceedings were
available. Inter partes reexaminations were eliminated by the America Invents Act due to the
availability of IPRs. Ex parte reexaminations remain available but are disfavored. Unlike PTAB
trial proceedings, ex parte reexaminations cannot be settled after they are filed. The resulting
effect is a cloud over the issued patent until the reexamination is concluded, even if the original
third-party requester has long since settled with the patent owner, and corresponding additional
work for the USPTO.
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e The Act Does Not Account for Claim Number or Subject Matter Complexity
and May Incentivize Gamesmanship in Patent Drafting.

SEC. 4. INTER PARTES REVIEW.

(E) by amending subsection (e), as so redesignated, to read as follows:
“(e) MULTIPLE PROCEEDINGS.—

“(1) IN GENERAL.—Notwithstanding sections 135(a), 251, and 252, and chapter 30,
after a petition to institute an inter partes review is filed, if another proceeding or matter
involving the patent is before the Office—

“(A) the parties shall notify the Director of that other proceeding or matter—

“(i) not later than 30 days after the date of entry of the notice of filing date accorded to
the petition, or

“(ii) if the other proceeding or matter is filed after the date on which the petition to
institute an inter partes review is filed, not later than 30 days after the date on which the
other proceeding or matter is filed; and

“(B) the Director shall issue a decision determining the manner in which the inter
partes review or other proceeding or matter may proceed, including providing for stay,
transfer, consolidation, or termination of any such matter or proceeding.

“(2) CONSIDERATIONS.—In determining whether to institute a proceeding under this
chapter, the Director shall, unless the Director determines that the petitioner has
demonstrated exceptional circumstances, reject any petition that presents prior art or an
argument that is the same or substantially the same as prior art or an argument that
previously was presented to the Office.”;

(F) by amending subsection (f), as so redesignated, to read as follows:
“(f) ESTOPPEL.—

“(1) IN GENERAL.—A petitioner that has previously requested an inter partes review
of a claim in a patent under this chapter, or a real party in interest or a privy of such a
petitioner, may not request or maintain another proceeding before the Olffice with respect to
that patent on any ground that the petitioner raised or reasonably could have raised in the
petition requesting or during the prior inter partes review, unless—
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“(A) after the filing of the initial petition, the petitioner, or a real party in interest or a
privy of the petitioner, is charged with infringement of additional claims of the patent;

“(B) a subsequent petition requests an inter partes review of only the additional claims
of the patent that the petitioner, or a real party in interest or a privy of the petitioner, is later
charged with infringing, and

“(C) that subsequent petition is accompanied by a request for joinder to the prior inter
partes review, which overcomes the rebuttable presumption against joinder set forth in
subsection (b), and which the Director shall grant if the Director authorizes an inter partes
review to be instituted on the subsequent petition under section 314.

The Act forecloses the opportunity for multiple petitions against a patent, absent exceptional
circumstances.

In the view of some Association members, prohibiting repeat petitions “that present[] prior
art or an argument that is the same or substantially the same as prior art or an argument that
previously was presented to the Office” is beneficial for limiting abuse of the system and
reducing the burden on the Office to adjudicate repetitive challenges.

In the view of other Association members, the Act fails to account for several common
circumstances where Petitioners have good cause to file multiple petitions against a single
patent. The PTAB routinely exercises its authority to deny multiple petitions while
recognizing limited circumstances that justify multiple petitions. In this context, the Act does
not account for varying complexity in patent claims or length. As background, some patents
have 40+ or more patent claims in a patent (which is more than double the average) and the
complexity of the subject matter varies greatly. One concern for Petitioners already under the
existing PTAB structure is the 14,000-word limit for petitions. Petitioners challenging patents
with larger claim sets or patents that involve complex subject matter currently may seek to use
multiple petitions in view of the 14,000-word limit. For example, a Petitioner may need to
split up their Petition to fully address the validity of a patent with many claims.

Accounting for this variance, under current law, in limited cases, a Petitioner can attempt to
justify multiple petitions against the same patent by attempting to demonstrate a need for the
same (e.g., due to the complexity or number of claims). All the while, the Office has the power
of discretionary denial, to safeguard against unjustified submission of multiple challenges and
patent owner harassment.

Despite this framework, the PREVAIL Act would require that a Petitioner can file only a
single petition against a patent, absent special circumstances. This is despite the existence of
petition word count limits that fail to account for the number or length of claims, and fail to
account for the complexity of subject matter implicated.

These limitations will likely have adverse consequences for Petitioners, but also for Patent
Owners with regards to patent quality. Due to the Act’s restrictions, it will be possible to create
an IPR-proof patent with errors: i.e., a patent that due to incomplete examination is
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erroneously issued but has too many claims to challenge practically within a single petition to
correct the error. Moreover, for a small percentage of patent owners who intentionally seek to
create patents not as a tool to protect innovation, but instead to attack others, the Act provides
a way to maintain erroneously granted patent rights by creating “challenge-proof” patents with
large numbers of claims that cannot be challenged in a single petition.

e The Act Could Potentially Undermine the PTAB as a Forum to Correct Errors
in Examination by Raising the Burden of Proof, Although There May Be Some
Benefit to a Heightened Burden of Proof.

SEC. 4. INTER PARTES REVIEW.

(2) by amending subsection (e) to read as follows:
“(e) EVIDENTIARY STANDARDS.—

“(1) PRESUMPTION OF VALIDITY.—The presumption of validity under section
282(a) shall apply to previously issued claims of a patent that is challenged in an inter
partes review under this chapter.

“(2) BURDEN OF PROOF.—In an inter partes review under this chapter—

“(A) the petitioner shall have the burden of proving a proposition of unpatentability of
a previously issued claim of a patent by clear and convincing evidence,; and

“(B) the petitioner shall have the burden of persuasion, by a preponderance of the
evidence, with respect to a proposition of unpatentability for any substitute claim proposed
by the patent owner.”’; and

As the grantor of a patent right, under the current law the Office in reviewing its own work is
not required to assume that a patent was correctly granted. Stated differently, the presumption
of patent validity applied in litigation, which requires a showing of “clear and convincing”
evidence to prove otherwise, has no application in re-examination proceedings. Instead, in re-
examination, no deference is given to the Office’s earlier decision to grant the patent. Forty
years ago, the Federal Circuit explained the rationale, i.e., that the government’s issuance of a
right to exclude others needs to be properly tested:

The essence of [a patent] is the right to exclude, and the patent property right
is certainly not inconsequential. It is, nonetheless, created by a grant from the
government. When a “substantial question” exists respecting the correctness of
that grant, it does not conflict but coincides with the nature of the grantee's right
when the government reexamines the propriety of the grant it has made, and
thereafter reaffirms the grant, substitutes a new grant (amended or new claims),
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or withdraws the grant in whole or in part (the last being subject to review in
this court).

In re Etter, 756 F.2d 852, 859 (Fed. Cir. 1985). In other words, when determining whether a
patent was erroneously granted, it is consistent with that grant that the Office be allowed to
re-evaluate the evidence to see if the Office made a mistake.

Under one view of the Association’s members, the Act would weaken the Office’s ability to
correct mistakes by changing the standard for IPR/post-grant review. In order words, even if
there is a reasonable likelihood that the patent is invalid, the Act would require that the Office
treat the patent as valid, and that there be a “clear and convincing” showing otherwise. This
view notes that the Office is thorough and rigorous in its consideration of prior art raised in
these proceedings. This view further notes that imposing the clear and convincing standard is
only appropriate in district court after claim construction has been resolved. In contrast, the
PTAB requires Petitioners to package prior art and claim construction into a single pleading
and decides those issues contemporaneously, that is, before claim construction is resolved.

Under a second view of other members of the Association, however, adopting the clear-and-
convincing standard could provide some benefit for Petitioners and Patent Owners alike. A
higher burden of proof at the PTAB provides more stability to Patent Owners and greater
confidence in their investment in the patent and commercialization of patented technologies.
As noted previously, many of the busiest Petitioners are Patent Owners too—so a clear-and-
convincing standard would provide that stability for them as well. Moreover, from the Patent
Owner perspective, because IPRs are infer partes they are more akin to district court
proceedings than reexamination. In other aspects of PTAB practice, like claim construction
under the Phillips standard of “ordinary and customary meaning” rather than “broadest
reasonable interpretation,” the PTAB has adopted a standard approach to align with district
courts.

Petitioners may benefit from being able to use clear-and-convincing PTAB decisions as a
source of collateral estoppel in district court litigation against claims the PTAB did not
adjudicate. Under the recent decision, Kroy IP Holdings v. Groupon, No. 2023-1359 (Fed.
Cir. 2025), Petitioners cannot use a preponderance-of-the-evidence PTAB decision as a source
of collateral estoppel in district court litigation against claims the PTAB did not adjudicate.
Thus, the current legal framework permits Patent Owners to assert unadjudicated claims that
are patentably indistinct from claims the PTAB held unpatentable. But by aligning the burdens
of proof in PTAB proceedings and district court litigation, PTAB final written decisions can
be used to collaterally estop the assertion of patentably indistinct but previously unadjudicated
claims.

Moreover, aligning the PTAB’s burden of proof with the district court’s burden of proof may
ensure that AIA trials truly reflect an “alternative to litigation” as foreseen by the AIA, and
not merely an extra opportunity to invalidate the patent under a lower burden of proof.
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e The Act May Limit Access to Just, Speedy, and Inexpensive Resolutions
Through a Standing Requirement; No Standing Requirement Should Be
Implemented Or, If Implemented, Should Be a Lower “Legitimate Business
Interest” Threshold.

2. 4. INTER PARTES REVIEW.

(b) PETITIONER CERTIFICATION AND DIRECTOR DETERMINATION.—Section
312(a) of title 35, United States Code, is amended—

(1) in paragraph (4), by striking “and” at the end;
(2) in paragraph (5), by striking the period at the end and inserting “; and”’; and
(3) by adding at the end the following:

“(6) the petitioner certifies, and the Director determines, that the petitioner—

“(A) is a nonprofit organization that—

“(i) is exempt from taxation under section 501(a) of the Internal Revenue Code of 1986,
described in section 501(c)(3) of such Code, and described in section 170(b)(1)(A) of such
Code, other than an organization described in section 509(a)(3) of such Code;

“(ii) does not have any member, donor, or other funding source that is, or reasonably
could be accused of, infringing 1 or more claims of the challenged patent; and

“(iii) is filing the petition for the sole purpose of ascertaining the patentability of the
challenged claims of the patent and not to profit from or fund the operations of the
petitioner,

“(B) is currently engaging in, or has a bona fide intent to engage in, conduct within the
United States that reasonably could be accused of infringing 1 or more claims of the
challenged patent;

“(C) would have standing to bring a civil action in a court of the United States seeking
a declaratory judgment of invalidity with respect to 1 or more claims of the challenged
patent; or

“(D) has been sued in a court of the United States for infringement of the challenged
patent.”.
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The Act limits access to the PTAB to only litigants who would have district court standing to
sue for a declaratory judgment (for example, because they have been sued or threatened), or
who are willing to go on the record stating that they intend to engage in conduct within the
United States that reasonably could be accused of infringing a challenged patent. This would
preclude industry from addressing IP concerns before making continued investment in an
industry.'?

Some of the Association’s members have concern for the standing requirement, as
contradicting the public interest of allowing any member of the public to challenge a patent.

The proposed Act prohibits other groups from challenging the validity of a patent. For
example, companies wishing to clear the market before investing in new products or
innovation may be unable to use IPR as an avenue to do so. As an additional example, the Act
would cut off access to non-profit groups whose purposes is to challenge patents when those
patents are asserted against their members. Under the Act, such a group must be a 501(c)(3)
organization who “does not have any member, donor, or other funding source that is, or
reasonably could be accused of, infringing 1 or more claims of the challenged patent.” This
create a logical inconsistency where a non-profit’s “member[s], donor[s], or funding
source[s]” who “reasonably could be accused of, infringing 1 or more claims of the challenged
patent” can challenge a patent before the Office, but a non-profit with the same member is
precluded from such a challenge."

Furthermore, Patent Challengers trying to prove their ability to challenge a patent might
reasonably be expected to submit a declaration to support their certification; but in doing so
they will face increased costs and risks via depositions of the declarants. Patent Owners will
likely also seek additional discovery to challenge the assertions set forth in the certifications.

12 Some in the Association believes that a better standard would require the Office to enact rules
requiring Petitioners to attest to a good faith basis that an IPR is relevant to planned or actual
investment in technology. While different, this attestation would be analogous to the
jurisprudence related to the domestic industry requirement to file a complaint at the International
Trade Commission.

3 The PTAB Bar Association notes that one of the purposes of the “Manager’s Amendment” added in

December, 2024 modifying the prior proposed standing requirements was to ensure that generic
pharmaceutical companies and patient advocacy groups explicitly continue to have access to PTAB to
challenge drug patents. While the Association takes no position on the merits of such a purpose, the
Association does note there is no explicit reference to such companies or advocacy groups in the Act.
Patients themselves (who may be members of patient advocacy groups) can be sued for patent
infringement, seemingly undermining the purpose of the amendment requiring that no member be able to
be reasonably accused of infringement. As for generic pharmaceutical companies, a certification that such
a company could “reasonably could be accused of infringing,” could serve as an admission that any future
infringement complaint filed against the petitioner on this patent is reasonable, or serve as an evidentiary
basis for filing an infringement complaint “on information and belief” based on the petitioner’s own
certification, thus inviting more litigation.

16

PTAB Bar Association ® 1660 International Drive, Suite 600 ® McLean, Virginia 22102
www.ptabbar.org



April 8, 2025
Page 17

Further, because under one of the prongs for eligibility, the Act requires the USPTO to
“determine” that a company could “reasonably could be accused of infringing” a patent, a
Patent Challenger may be forced to reveal its business plans or produce designs to the Patent
Owner who may turn around and sue them for infringement. All of this will increase the cost
and complexity of IPR proceedings and impose additional burdens on the parties and the
USPTO.

Other members of the Association, from the Patent Owner perspective, believe Petitioners
should show that Petitioners have been charged with infringement (e.g., by a lawsuit or
demand letter), that Petitioners have declaratory judgment standing, or that Petitioners at least
have a legitimate business interest in entering the technological field of the patent (although
perhaps not rising to the level of declaratory judgment standing). A heightened requirement
could still be effective in preventing harassment or abuses of the system, like depressing stock
prices and extorting settlements. Moreover, these members believe that the PTAB can manage
discovery issues related to standing because it already manages discovery in the analogous
real party-in-interest context. These members also note that the PTAB has experience
assessing whether a Petitioner has standing from its previous administration of the Covered
Business Method review program, which required each Petitioner to meet a “charged with
infringement” requirement by identifying a patent lawsuit against the Petitioner or by
establishing declaratory judgment standing (e.g., from a demand letter).

e The Act May Encourage More Disputes, Including Duplicative Challenges.

SEC. 4. INTER PARTES REVIEW.

(d) ELIMINATING REPETITIVE PROCEEDINGS.—
(1) IN GENERAL.—Section 315 of title 35, United States Code, is amended—

(A) in subsection (b), by amending the second sentence to read as follows: “The time
limitation set forth in the preceding sentence shall not bar a request for joinder under
subsection (d), but shall establish a rebuttable presumption against joinder for the
requesting person.”’;

(B) by redesignating subsections (c), (d), and (e) as subsections (d), (e), and (f),
respectively;

(C) by inserting after subsection (b) the following:
“(c) SINGLE FORUM.—

“(1) IN GENERAL.—If an inter partes review is instituted challenging the validity of a
patent, the petitioner, a real party in interest, or a privy of the petitioner may not file or
maintain, in a civil action arising in whole or in part under section 1338 of title 28, or in a
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proceeding before the International Trade Commission under section 337 of the Tariff Act of
1930 (19 U.S.C. 1337), a claim, a counterclaim, or an affirmative defense challenging the
validity of any claim of the patent on any ground described in section 311(b).

“(2) CONSIDERATIONS.—In determining whether to institute a proceeding under this
chapter, subject to the provisions of subsections (a)(1) and (g), the Director may not reject a
petition requesting an inter partes review on the basis of the petitioner, a real party in
interest, or a privy of the petitioner filing or maintaining a claim, a counterclaim, or an
affirmative defense challenging the validity of the applicable patent in any civil action
arising in whole or in part under section 1338 of title 28, or in a proceeding before the
International Trade Commission under section 337 of the Tariff Act of 1930 (19 U.S.C.
1337).7;

(D) by amending subsection (d), as so redesignated, to read as follows:
“(d) JOINDER.—

“(1) IN GENERAL.—If the Director institutes an inter partes review, the Director, in
the discretion of the Director, may join as a party to that inter partes review any person that
properly files a request to join the inter partes review and a petition under section 311 that
the Director, after receiving a preliminary response under section 313 or the expiration of
the time for filing such a response, determines warrants the institution of an inter partes
review under section 314.

“(2) TIME-BARRED PERSON.—Pursuant to paragraph (1), the Director, in the
discretion of the Director, may join as a party to an inter partes review a person that did not
satisfy the time limitation under subsection (b) that rebuts the presumption against joinder,
except that any such person shall not be permitted to serve as the lead petitioner and shall
not be permitted to maintain the inter partes review unless a petitioner that satisfied the time
limitation under subsection (b) remains in the inter partes review.”’;

(E) by amending subsection (e), as so redesignated, to read as follows:

“(e) MULTIPLE PROCEEDINGS.—

“(1) IN GENERAL.—Notwithstanding sections 135(a), 251, and 252, and chapter 30,
after a petition to institute an inter partes review is filed, if another proceeding or matter
involving the patent is before the Office—

“(A) the parties shall notify the Director of that other proceeding or matter—

“(i) not later than 30 days after the date of entry of the notice of filing date accorded to
the petition, or
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“(ii) if the other proceeding or matter is filed after the date on which the petition to
institute an inter partes review is filed, not later than 30 days after the date on which the
other proceeding or matter is filed; and

“(B) the Director shall issue a decision determining the manner in which the inter
partes review or other proceeding or matter may proceed, including providing for stay,
transfer, consolidation, or termination of any such matter or proceeding.

“(2) CONSIDERATIONS.—In determining whether to institute a proceeding under this
chapter, the Director shall, unless the Director determines that the petitioner has
demonstrated exceptional circumstances, reject any petition that presents prior art or an
argument that is the same or substantially the same as prior art or an argument that

)

previously was presented to the Office.”;
(F) by amending subsection (f), as so redesignated, to read as follows:
“(f) ESTOPPEL.—

“(1) IN GENERAL.—A petitioner that has previously requested an inter partes review
of a claim in a patent under this chapter, or a real party in interest or a privy of such a
petitioner, may not request or maintain another proceeding before the Olffice with respect to
that patent on any ground that the petitioner raised or reasonably could have raised in the
petition requesting or during the prior inter partes review, unless—

“(A) after the filing of the initial petition, the petitioner, or a real party in interest or a
privy of the petitioner, is charged with infringement of additional claims of the patent,

“(B) a subsequent petition requests an inter partes review of only the additional claims
of the patent that the petitioner, or a real party in interest or a privy of the petitioner, is later
charged with infringing, and

“(C) that subsequent petition is accompanied by a request for joinder to the prior inter
partes review, which overcomes the rebuttable presumption against joinder set forth in
subsection (b), and which the Director shall grant if the Director authorizes an inter partes
review to be instituted on the subsequent petition under section 314.

“(2) JOINED PARTY.—Any person joined as a party to an inter partes review, and any
real party in interest or any privy of such person, shall be estopped under this subsection
and subsections (c)(1) and (e)(2) to the same extent as if that person, real party in interest,
or privy had been the first petitioner in that inter partes review.”’; and

(G) by adding at the end the following:

“(g) FEDERAL COURT AND INTERNATIONAL TRADE COMMISSION VALIDITY
DETERMINATIONS.—An inter partes review of a patent claim may not be instituted or
maintained if, in a civil action arising in whole or in part under section 1338 of title 28, or

19

PTAB Bar Association ® 1660 International Drive, Suite 600 ® McLean, Virginia 22102
www.ptabbar.org



April 8, 2025
Page 20

in a proceeding before the International Trade Commission under section 337 of the Tariff
Act of 1930 (19 U.S.C. 1337), in which the petitioner, a real party in interest, or a privy of
the petitioner is a party, the court, or the International Trade Commission, as applicable,
has entered a final judgment that decides a challenge to the validity of the patent claim with
respect to any ground described in section 311(b).”

While one of the stated goals of the Act is to avoid “filing of repetitive petitions for inter partes
and post-grant reviews,” in fact, the Act could paradoxically encourage additional disputes.

A first concern held by some members is that proposed changes that will drive up costs for
Patent Owners and Patent Challengers by re-writing the so-called “joinder” requirements in
ways that encourage multiple, new challenges at the PTAB. Under current law, when a Patent
Owner sues multiple entities in district court, the additional accused infringers can request to
join an already instituted PTAB proceeding. This is efficient because an accused infringer can
join an existing challenge without creating new arguments and asserting new prior art. The
existing process helps ensure that correctly issued patents are validated in a streamlined
manner that does not add additional costs to the Patent Owner, while at the same time
permitting erroneously issued patents to be correctly determined unpatentable even if one
defendant settles out of the case.

But the Act would instead create a “rebuttable presumption” against such joinder if a defendant
waits longer than a year. In practice, a year is about the amount of time needed to see if there
is a viable instituted challenge to join. This will lead to an increased number of repetitive
challenges at the PTAB: each sued defendant will be forced to file its own Petition rather than
risk the “presumption” against joinder. Such additional proceedings would drive up costs for
all, especially for the patent owner who has to defend multiple additional proceedings at the
PTAB.

Moreover, because the Act also requires the PTAB to “reject any petition that presents prior
art or an argument that is the same or substantially the same as prior art or an argument that
previously was presented to the Office” (absent “exceptional circumstances”) the rule change
will encourage a race by defendants each to file their own petition, both to ensure that their
own case is heard “first” and also to present completely different challenges than the other
patent challenges. This will drive up litigation costs for both Patent Challengers and Patent
Owners in cases where there is more than one defendant, as validity challenges are split across
various proceedings.

A second concern held by some members is with proposed changes that will keep likely
erroneously issued patents alive, and create perverse incentives to do so, even after the Office
had made an initial determination that a patent meets a reasonable likelihood standard that the
patent is invalid:

Specifically, under some timing circumstances, the Act would bar later challengers who “join”
an earlier patent challenge from maintaining that challenge if the primary challenger settled
out. In other words, even if an initial determination by the Patent Office is that a challenged
patent was invalid and had been erroneously issued, if the “lead” Petitioner settles their case,
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the proceeding ends and the remaining Petitioners cannot maintain their attempt to remedy the
issuance of the erroneously issued patent.'*

Moreover, the Act makes parallel changes to the estoppel rules that would foreclose these later
joined defendants from challenging validity anywhere: Because the Act also revises the
estoppel provisions to attach as soon as a petition is instituted, in some scenarios a Petitioner
who joins an existing case would be foreclosed from pressing their validity challenge either at
the PTAB or in district court.

The perverse result is that the PTAB can issue an initial determination that a patent is likely
invalid (i.e., having overcome the Act’s new presumption of validity for all issued patents) but
that joined Petitioners who made that same argument are foreclosed from continuing the
proceeding to correct the error.

Another result is that the earliest Petitioner in the patent challenge has an artificial perverse
incentive to settle a case—not because it might lose the proceeding, but because the Patent
Owner will pay a premium to keep an “invalid” patent alive in parallel litigation against the
remaining joined parties, knowing that those parties will not be able to seek the correction of
the erroneously granted patent.

Moreover, the proposed amendment to subsection (f) in the Act would foreclose the possibility
of seeking ex parte reexamination even if a petition were denied, for example, discretionarily
for lack of resources without concerns of gamesmanship or road mapping. This result would
further hinder the Office’s interest in maintaining the ability to correct errors during
examination and the public’s interest in ensuring that issued patents are valid.

e Modifying the Requirements for Ex Parte Reexamination to Conform with
PTAB Trial Proceedings Undermines the Public Interests Associated with
Reexamination.

SEC. 6. REEXAMINATION OF PATENTS.
(a) REQUEST FOR REEXAMINATION.—Section 302 of title 35, United States Code, is
amended by inserting after the second sentence the following: “The request must identify all

real parties in interest and certify that reexamination is not barred under section 303(d).”.

(b) REEXAMINATION BARRED.—Section 303 of title 35, United States Code, is
amended—

(1) in subsection (a), by striking the third sentence; and

(2) by adding at the end the following:

!4 The inability of a junior, i.e., joined, party to maintain an IPR after settlement by a senior party
will actually lead to more invalidity challenges, not less.
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“(d) An ex parte reexamination may not be ordered if the request for reexamination is
filed more than 1 year after the date on which the requester or a real party in interest or a
privy of the requester is served with a complaint alleging infringement of the patent. For
purposes of this chapter, a person that directly or through an affiliate, subsidiary, or proxy
makes a financial contribution to the preparation for, or conduct during, an ex parte
reexamination on behalf of a requester shall be considered a real party in interest of the
requester.

“(e) In determining whether to order an ex parte reexamination, the Director—

“(1) shall, unless the Director determines that the requestor has demonstrated
exceptional circumstances, reject any request that presents prior art or an argument that is
the same or substantially the same as prior art or an argument that previously was
presented to the Olffice; and

“(2) may reject any request that the Director determines has used a prior Office
decision as a guide to correct or bolster a previous deficient request filed under this chapter
or a previous deficient petition filed under chapter 31 or 32.”.

(¢) REEXAMINATION ORDER BY DIRECTOR.—Section 304 of title 35, United States
Code, is amended, in the first sentence, by inserting after “resolution of the question” the
following: “, unless the Director determines that the request for reexamination should be
rejected under subsection (d) or (e) of section 303, in which case the Director shall issue an

’

order denying reexamination”.

The PREVAIL Act modifies the requirements for seeking ex parte reexamination, aligning
many requirements with those for PTAB trial proceedings. Many of these modifications
undermine the intent of ex parte reexamination proceedings, which serve a different purpose
than PTAB trial proceedings. Ex parte reexaminations are by design more flexible in
regulations and less expensive. They are less often an alternative to litigation, and more
often used as a less confrontational mechanism of resolving the validity of patents. The
provisions of the PREVAIL Act modify ex parte reexaminations in a way that conflicts with
their original purpose.

A first concern is that the PREVAIL Act eliminates the ability for a Patent Challenger to file
a request for ex parte reexamination anonymously by requiring that the “request must
identify all real parties in interest.” While this provision purports to ensure the request is not
statutorily estopped or otherwise barred, it is a needless requirement because 37 CFR 1.510
already provides protections by requiring a “certification that the statutory estoppel
provisions ... do not prohibit the requestor from filing the ex parte reexamination request.”
37 CFR 1.510(b)(6). The Manual of Patent Examining Procedure clarifies that for
anonymously filed requests, the filing registered practitioner must still make such
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certification on behalf of the anonymous requester and cannot remain anonymous. MPEP
2214(1).

A second concern is that the PREVAIL Act imposes a one-year bar akin to those for IPRs,
stating that “reexamination may not be ordered if the request for reexamination is filed more
than 1 year after the date on which the requester or a real party in interest or a privy of the
requester is served with a complaint alleging infringement of the patent.” Ex parte
reexamination primarily focuses on the question of whether the patent should remain valid
based on new prior art or other issues that may have been overlooked or unavailable during
the original examination, including because of the limited resources of the Patent Office. It is
well-settled that the public has a vested interest in ensuring that patents are granted only for
inventions that truly meet the legal requirements of patentability, including novelty and non-
obviousness. Ex parte reexamination provides an additional layer of scrutiny to ensure that
patents are of high quality, preventing patents from being granted for inventions that should
not have been patented in the first place. Imposing a one-year bar akin to those for a PTAB
trial proceeding on the ex parte reexamination process restricts access to this critical tool
intended to serve the public interest and the integrity of the patent system. Further, ex parte
reexamination should remain available in the event that a patent owner waits to assert
additional claims against a requester after the one-year date.

A third concern is that the PREVAIL Act modifies 35 U.S.C §§ 303 and 304 in a manner
that conflicts with the existing statutory mandate that the Director grant a challenge if it
presents a substantial new question of patentability (SNQ). The current statute states:* If ...
the Director finds that a substantial new question of patentability affecting any claim of a
patent is raised, the determination will include an order for reexamination of the patent for
resolution of the question.” This current absolute requirement to grant the request for ex
parte reexamination is meaningfully different than the discretion afforded the PTAB to
institute trial proceedings under 35 U.S.C. § 314(a). The PREVAIL Act adds certain
exceptions in § 303 that now permits (or in some cases requires) the Director to deny
reexamination, even if a substantial new question of patentability exists. Requiring denial
of requests for ex parte reexamination when an error in examination may actually have
occurred undermines the ability of interested parties to use reexamination to correct errors in
examination and conflicts with the Director’s discretion to order reexamination on her own
initiative without a request being filed.

15 “The rules do not require ex parte reexamination requesters to identify themselves upon the
filing of the request under 35 U.S.C. 302. The certification requirement of 37 CFR 1.510(b)(6),
coupled with a party’s 37 CFR 11.18 certification obligations when transacting business before
the Office, are considered sufficient to ensure compliance with the infer partes review and post
grant statutory estoppel requirements. A real party in interest that wishes to remain anonymous
when filing a request for reexamination under 37 CFR 1.510 can do so by utilizing the services
of a registered practitioner. In such an instance, the registered practitioner submitting a request
for reexamination on behalf of the real party in interest would be certifying that the real party in
interest was not estopped from filing the request. Conversely, an individual filing a request for
reexamination under 37 CFR 1.510 on behalf of the individual cannot remain anonymous, as the

individual is required to sign the document that includes the 37 CFR 1.510(b)(6) certification.”
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Conclusion:

The Association and its members are committed to improving all aspects of PTAB and
Patent Office practice, and we look forward to continuing to work to improve PTAB
procedures to benefit all parties to proceedings, as well as the general public and public
interest.

Submitted on behalf of the PTAB Bar Association, by:

AW o A

Li-Hsien (Lily) Rin-Laures
President
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